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Response to Arguments 
Claims 1-31 are pending in this application. 
Applicant amended claim 29 therefore examiner withdraws the objection. 
Applicant amended claims 7-8 and 17-18 therefore examiner withdraws the claim 
rejection under 35 U. S. C. 1 12, second paragraph. 

Applicant amended claim 21-23 therefore examiner withdraws the rejection under 35 U. 
S. C. 101. Examiner also withdraws the rejection under 35 U. S. C. 101 made to claims 21-23. 

Applicant's arguments filed 08/25/2005 have been fully considered but they are not 
persuasive. 

Applicant admitted that Matheny discloses "a network management system capable of 
performing a coordinated discovery operation for detecting resources on a network. Matheny 
uses discovery agents, of which new discovery agents may be incorporated over time 
(Applicant's remarks, page 17 L4-16). But applicant argues that nowhere does Matheny 
describe, disclose, suggest or even mention a "process of "discovering" discovery agents", 
and/or "discovering" discovery agents, as recited in claim 1 (Applicant's remarks, page 17 L4- 
16, page 18L8-10andL14-15). 

In response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e., "discovering 
discovery agents") are not recited in the rejected claim(s). Although the claims are interpreted in 
light of the specification, limitations from the specification are not read into the claims. See In 
re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). 
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Also nowhere in the rejected claims does applicant mention or suggest how the process of 
"discovering is performed" or how the recited limitation "discovering" is defined. 

If in any event the intended function or purpose of the third paragraph of claim 1 was or 

is "a process of discovering discovery agents", Examiner will further show that the subject 

matter is in fact suggested, disclosed and taught by Matheny. 

Matheny discloses: Fig. 3 is flowchart that describes a discovery operation 300 according 
to an embodiment. The discovery operation 300 is initiated by the network manager 104 
receiving a discovery request (block 302). The discovery request include requested data types 
and designate an address range or subnets for discovery. The discovery request may be compared 
to the available capabilities defined by the matrix derived from the registration files in the agent 
directory. The network manager loops through files in a command directory, searching for XML 
files that match the address range or subnets identified for discovery (block 304). These files 
may include a high-level tag named <task> for easy recognition. "The network manager may 
then create a command file for each identified discovery agent" (Matheny, page 2 block [0019]). 

Based on the description of fig. 3, Matheny explicitly discloses a process wherein a 

network manager identifies or discovers discovery agents (i.e. "discovering", discovery agents, 

Matheny, page 2 block [0019]). 

Therefore Matheny does teach, suggest and disclose the process of discovering discovery 

agents as argued by the applicant. As such the Rejection is maintained. 

DETAILED ACTION 

Claims 7-57 are presented for examination. 

Claim Rejections - 35 USC $ 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 

basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -(e) the invention was described in (1) an application for patent, 
published under section 122(b), by another filed in the United States before the invention by the applicant for 
patent or (2) a patent granted on an application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international application filed under the treaty defined in 
section 35 1(a) shall have the effects for purposes of this subsection of an application filed in the United States 
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only if the international application designated the United States and was published under Article 21(2) of such 
treaty in the English language. 

1. Claims 1-2, 4-5, 7-8, 11-12, 14-15, 17-18, 24-25, 27-28 and 30-31 are rejected under 35 
U.S.C. 102(e) as being anticipated by Matheny et al (hereinafter Matheny, Pub. No.: US 
2002/0161883 Al). 

As per claim 1 , Matheny discloses a method for performing resource discovery in a 
network having multiple subnets and wherein inter-subnet discovery agents installed on nodes 
within the multiple subnets support inter-subnet resource discovery, the method comprising: 
designating, within a first subnet, a first inter-subnet discovery agent on a first node as in active 
discovery agent (fig. 1 and pg. 1 paragraph #8-9); discovering, by the first inter-subnet discovery 
agent, active discovery agents on neighboring subnets in the network (pg. 1 paragraph #10-11, 
pg. 2 paragraph #19, 21, 28); and propagating, by the first node containing the active discovery 
agent, an inter-subnet resource discovery search request to the active discovery agents on 
neighboring subnets (pg.l paragraph #9, 10, 12; fig. 2 item #204). 

As per claim 2, Matheny discloses the process wherein the resource discovery search 
request is a network device discovery request (pg. 2 paragraph #21). 

As per claim 4, Matheny discloses the process of receiving discovery data (configuration 
data includes network addresses) collected from a network device (read as second node 
containing active discovery agent) by a discovery agent (read as first node, pg. 3 step 1 of claim 
1); and storing the information in a list (fig. 5 item# 504). 

As per claim 5, Matheny discloses the process of receiving, by the first node containing 
the active discovery agent, a request to provide discovery information for a discoverable resource 
and in response performing, during the propagating step, the sub -steps of: passing the request to 
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the active discovery agent on the first node; searching, by the active discovery agent on the first 
node, the list of neighboring active discovery agents; and issuing a search request identifying a 
resource discovery requester to at least one neighboring active discovery agent in the list 
identifying neighboring active discovery agents (pg. 1 block# 12 and pg. 2 block #19). 

As per claim 7, Matheny discloses the process of storing and or copying (publishing) data 
for discovered machine into discovery document (fig. 5 item #504). 

As per claim 8, Matheny discloses the process wherein the network management system 
comprises a set of device discovery agents (fig. 1 item #106), further comprising the step of: 
determining, by the set of device discovery agents, discovery information for the discoverable 
resources present on the subnet (fig. 3 item #310 and #312). 

As per claim 24, Matheny discloses a system for automating network- wide resource 
discovery in networks having multiple subnets: a set of inter- subnet discovery agents installed in 
nodes within the multiple subnets support inter-subnet resource discovery (pg. 1 block #8-1 1); 
and a first inter-subnet discovery agent on a first node designated as an active discovery agent 
(fig. 1 and pg. 1 paragraph #8-9), the first inter-subnet discovery agent including procedures for 
facilitating: discovering active discovery agents on neighboring subnets in the network (pg. 1 
paragraph #10-1 1, pg. 2 paragraph #19, 21, 28); and propagating an inter-subnet resource 
discovery search request to the active discovery agents on neighboring subnets (pg.l paragraph 
#9, 10, 12; fig. 2 item #204). 

As per claims 11-12, 14-15, 17-18, 25,27-28 and 30-31, they do not teach or further 
define over the limitations in claims 1-2, 4-5, 7-8 and 24. Therefore, claims 25, 27-28 and 30-31 
are rejected for the same reasons as set forth in claims 1-2, 4-5, 7-8 and 24. 
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Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 3, 6, 13, 16, 26 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Matheny et al. (hereinafter Matheny, Pub. No.: US 2002/0161883 Al) in view of Schlonski 
et al. (hereinafter Schlonski, Pub. No.: US 2002/0196451 Al). 

As per claim 3, Matheny does not explicitly disclose the process wherein network device 
discovery request is a request to identify printers in the network. 

Schlonski from the same field of endeavor explicitly discloses the process wherein the 
network discovery request is to identify printers in the network (fig. 2 item #100, 102; pg. 2 
paragraph 24-25). Therefore, it would have been obvious to a person of ordinary skilled in the art 
at the time the invention was made to incorporate the teaching of Schlonski as stated above with 
Matheny in order to identify printers in the network. 

One of ordinary skilled in the art would have been motivated because it would have been 
desirable to have a system by which the type of the newly-discovered printer is determined, and 
in response, a suitable configuration is sent to the printer (Schlonski, pg. 1 block# 9). 

As per claim 6, Schlonski discloses the process of transmitting to the resource discovery 
requester a response including the resource information (fig. 2). Therefore, it would have been 
obvious to a person of ordinary skilled in the art at the time the invention was made to 
incorporate the teaching of Schlonski as stated above with Matheny in order to transmit a 
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response including the resource information. One of ordinary skilled in the art would have been 
motivated because of the same reasons as set forth in claim 3 above. 

As per claims 13, 16, 26 and 29, they do not teach or further define over the limitations in 
claims 3 and 6. Therefore, claims 13, 16, 26 and 29 are rejected for the same reasons as set forth 
in claims 3 and 6. 

3. Claims 9-10 and 19-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Matheny et al. (hereinafter Matheny, Pub. No.: US 2002/0161883 Al) in view Dowling (U. S. 
Patent No. 6,636,499 Bl). 

As per claim 10, Matheny does not explicitly disclose the process of manually selecting 
the active discovery agent. 

Dowling, from the same field of endeavor discloses the process wherein the user 
designates (read as selects) the commander (active discovery agent, col. 18 LI 0-1 8 and fig. 15 
item #300 and col. 13 L44-47). Therefore, it would have been obvious to a person of ordinary 
skilled in the art at the time the invention was made to incorporate the teaching of Dowling as 
stated above with Matheny in order to manually select the active discovery agent. 

One of ordinary skilled in the art would have been motivated because once the discovery 
agent is enabled; it can use information known about the network topology to identify other 
network devices in the network (Dowling, col. 10 L40-51). 

As per claim 9, neither of the references explicitly discloses the process of automatically 
selecting, as the active discovery agent from a set of installed discovery agents. But it would 
have been obvious to a person of ordinary skilled in the art at the time the invention was made to 
modify Dowling to automatically select the active discovery agent as it is well known in the art 
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that any action and/or procedure that can be done manually by a network administrator can also 
be done automatically by a computer program. One of ordinary skilled in the art would have 
been motivated so that an efficient and reliable discovery system is obtained. 

As per claims 19-20, they do not teach or further define over the limitations in claims 9- 
10. Therefore, claims 19-20 are rejected for the same reasons as set forth in claims 9-10. 
4. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Branson et al. 
(hereinafter Branson, U. S. Patent No. 6,865,728 Bl) in view of Dowling (U. S. Patent No. 
6,636,499 Bl). 

As per claim 21, Branson discloses a resource discovery framework for resource 
discovery in a network including multiple subnets and discoverable networked resources, the 
framework comprising: an active discovery agent designated for ones of the multiple subnets for 
identifying active discovery agents on neighboring subnets within the network (fig. 1, fig. 2 item 
#250 and #252); and a request propagation mechanism by which nodes containing the active 
discovery agents propagate an inter-subnet resource discovery search request to active discovery 
agents on neighboring subnets (fig. 3), however Branson does not explicitly disclose a selection 
mechanism for designating the active discovery agent within each subnet. 

Dowling, from the same field of endeavor discloses the process wherein user designates 
the discovery agent as a commander (read as selection mechanism, fig. 2b and fig. 15 item #300 
and col. 10 L29-67). Therefore, it would have been obvious to a person of ordinary skilled in the 
art at the time the invention was made to incorporate the teaching of Dowling as stated above 
with Branson in order to designate the discovery agent within a subnet. 
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One of ordinary skilled in the art would have been motivated so that a single point of 
access used to configure and monitor all other agents in a network is obtained (Dowling, col. 10 
L29-35) and further would have performed the requested function by the management console. 
5. Claims 22-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over Branson et 
al. (hereinafter Branson, U. S. Patent No. 6,865,728 Bl) in view of Dowling (U. S. Patent No. 
6,636,499 Bl), and further in view of Das et al. (Pub. No.: US 2002/0026527 Al). 

As per claim 22, Branson discloses a system wherein a list identifying discovery agents is 
maintained (fig. 1 and fig. 2 item #220), however Branson does not disclose a framework 
wherein a list is maintained by each discovery agent. 

Das discloses a network comprising first and second network wherein second network 
includes two or more subnetworks wherein each subnetwork includes an associated subnet agent 
(see abstract and fig. 2). Therefore, it would have been obvious to a person of ordinary skilled in 
the art at the time the invention was made to modify Das to configure the subnet agent with the 
discovery framework agents of Branson in order to provide a discovery framework wherein a list 
identifying discovery agents are maintained in each discovery agent. 

One of ordinary skilled in the art would have been motivated so that the list identifying 
discovery agents are distributed in a network for providing the list more efficiently. 

As per claim 23, Branson discloses a system comprising a directory service in 
communication with the discovery agents in the network, the directory service including 
information corresponding to the lists maintained by the active agents (col. 6 L57 to col. 7 LI 7 
and col. 10 LI 8-40). 
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Additional References 
The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

a. Branson et al. 5 U. S. Patent No. 6,865,728 Bl: Object Oriented Framework 
mechanism for DISCOVERY of computer systems in a network. 

b. Hofmann et al., U. S. Patent No. 6,236,983 Bl. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KAMAL B. DIVECHA whose telephone number is 571-272- 
5863. The examiner can normally be reached on Flex schedule 8 hr days (10.00am-6.30pm). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Zarni Maung can be reached on 571-272-3939. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




